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Abstract

The finalization of negotiations over the Trans-Pacific Partnership (“TPP”) in
October 2015 saw an exemption for tobacco products in the investor-state
dispute settlement mechanism. This carve out for tobacco products paved the
way for governments to consider introducing plain packaging without the
concern that tobacco companies would take legal action against them. Most
prominent, however, has been the World Trade Organization’s (“WTQ’s”)
2018 ruling affirming a country’s right to impose tobacco plain-packaging
rules because WTO agreements contain exemptions that permit countries to
implement regulations which deemed it necessary to protect the health of their
citizens. This article discusses the impact of this decision on initial proponents
of tobacco plain packaging including Australia who have introduced statutory
limitations on tobacco plain packaging, and the impact that these negotiations
will have on opponents of plain packaging, particularly for countries in Asia
with establishing trademark regimes. This article presents fresh insight into the
legality or otherwise of this tobacco control measure under the Agreement on
Trade-Related Aspects of Intellectual Property Rights, relevant international
health instruments, and negotiations over the TPP. In particular, it makes
pertinent policy recommendations to pave the way forward for legislatures
and policy-makers after an analysis of whether plain packaging comes within
the scope of the international system for trademark protection as imple-
mented in Thailand, the People’s Republic of China and Australia.
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1. Introduction

Cigarette packages have been associated with glitzy logos, rich foil sleeves, and
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romanticized language that describes the pleasures within.' Since December 1,
2012 however, this is no longer the case in Australia.”? With the weight of
scientific evidence at present appearing to indicate that smoking is harmful to
health (Siegel et al., 1997; Nadel, Rees, & Gregory, 2005), many governments
are trying to prevent or reduce the incidence of smoking. Conversely and
somewhat predictably (and subtly or otherwise), tobacco manufacturers are
doing what they legally can in order to mitigate the effect of such regulatory
efforts on their bottom line.

A current trend in tobacco control policy is the mandating of so-called “plain
packaging”, which requires a standardized relevant tobacco product package
with a certain appearance and which contains large health warnings.> Plain
packaging involves the removal of all attractive and promotional aspects from
tobacco product packages and represents a contemporary tobacco control
measure that is being considered by a growing number of countries. In its oppo-
sition to this measure, the tobacco industry is particularly keen to allege the use-
lessness of plain packaging in reducing smoking rates and the incompatibility of
plain packaging with the trademark provisions of international treaties. Items
such as trademarks and logos are not allowed. Canada was the first jurisdiction
to try to implement plain packaging in 1994, an effort that failed in large part
because of concerns over the trademark rights of tobacco manufacturers, not to
mention the potential violation of various relevant international obligations.*

In Australia, the future of cigarette packages is literally not that pretty.
Pursuant to the Zobacco Plain Packaging Act 2011 (Cth) (“the TPPA”), brand
names must be printed in a uniform font on a drab, dark brown background
with large, graphic images of gangrenous limbs and diseased organs.* Much to
the dismay of tobacco manufacturers and related entities, the High Court of
Australia in /T International SA v Commonwealthf found that the plain packaging
requirements of the TPPA were not inconsistent with Australian constitutional
and intellectual property law.” Whether this case represents the beginning of a

legal precedent in favor of plain packaging that will ultimately extend to juris-

'See, e.g., the packaging portrayed in Atherton (2016).

*See Tobacco Plain Packaging Act 2011 (Cth) and, for example, the packaging portrayed in Thomsen
(2017).

*Tobacco control can take numerous forms and “plain packaging” may be distinguished from statu-
tory requirements to place certain health warnings on tobacco products. While each may impose a
restriction on the commercial freedoms of tobacco companies, the latter could be seen as less oner-
ous. A detailed discussion of the various legal issues that are raised by plain packaging may be found
in Voon et al. [2012].

“For instance, the North American Free Trade Agreement, December 8, 11, 14, Can-Mex-US, re-
printed in 32 ILM 289, 605 1993 (parts 1 & 2). At present, there have been numerous complaints
submitted to the World Trade Organization concerning the Zobacco Plain Packaging Act 2011
(Cth). A detailed discussion of the issues that are raised in this regard may be found in Voon &
Mitchell (2012a); Voon & Mitchell (2011b); Mitchell (2010a).

>See, e.g., the images displayed in Burgess (2015).

6(2012) 250 CLR 1 (“JT International’).

’For an outline of some of the other legal issues that are raised by the TPPA see, e.g., Mitchell &
Studdert (2012).
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dictions other than Australia will depend on a number of factors. In comparison
to Asia, Australia could be described as a “dark market” in terms of the potential
for revenue growth from the sale of tobacco products. However, regulatory and
institutional considerations that are somewhat different to those of Australia would
need to be taken into account in, for instance, the People’s Republic of China
(“PRC”) and Thailand (countries that have taken small and tentative steps towards
plain packaging), even though the notion of plain packaging would appear to be a
concept that is in large part uniform in its various potential incarnations.

This article presents fresh insight into the legality or otherwise of tobacco
plain packaging under the Agreement on Trade-Related Aspects of Intellectual
Property Rights, relevant international health instruments and negotiations over
the TPP. In particular, it makes pertinent policy recommendations to pave the

way forward for legislatures and policy-makers.

2. “Descriptive” and Normative Facets of Plain Packaging

As alluded to previously, “plain packaging” (alternatively known as “generic
packaging” or “standard packaging”) is a contemporary tobacco control policy
measure that requires the exclusion of trademarks, graphics, and logos from to-
bacco packaging such as cigarette packs. The relevant brand name may be dis-
played albeit only in simple, unadorned text, in a standard font size, color, and
location on the package.® The packaging may not utilize eye-catching colors
and is to include only the content and consumer information (such as toxic
constituents and health warnings) that are required by law.’ Plain packaging
thus standardizes the appearance of all tobacco packaging to which it applies
in an manner that deliberately disincentivizes the visual and hence, ceteris pa-
ribus, consumer appeal of the relevant tobacco products, especially to adoles-
cents, with the aim of reducing the incidence (e.g. prevalence and take-up) of
smoking.'’

Plain packaging requirements raise a number of legal issues, such as whether
the relevant measures violate certain constitutional (Hinchliffe, 2013a) or intel-
lectual property rights of, primarily speaking, tobacco companies. Whilst Aus-
tralia is the only country which to date has successfully implemented domestic
plain packaging laws, other jurisdictions (particularly those that are signatories
to the World Health Organization Framework Convention on Tobacco Con-
trol)!! have taken some steps to implement measures that to some degree regu-

late the appearance of tobacco products.

$Note the difference between word marks and non-word marks: Hinchliffe (2013a).

Note that there are various aspects to “tobacco control”, which includes regulation of marketing,
displays, warnings, excise requirements and, more recently, “plain packaging”. In the United States,
see, e.g., Family Smoking Prevention and Tobacco Control Act, Pub. L. No. 111-31 Section 102, 123
Stat. 1776 (codified as amended in scattered sections of 5 U.S.C., 15 U.S.C. and 21 U.S.C. (2009)); 15
U.S.C. Section 1333 (tobacco labeling).

'%See generally, Parliament of the Commonwealth of Australia, Tobacco Plain Packaging Bill 2011:
Explanatory Memorandum (House of Representatives).

"May 10, 2004, 2302 U.N.T.S. 166.
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2.1. International Health Standards

In 2005, World Health Organization adopted a framework convention on the
distribution of tobacco products (“the Framework Convention”).!? This conven-
tion, which was ultimately signed by 168 states parties, sought to “reaffirm the
right of all people to the highest standards of health.” The instigation of the
Framework Convention has been described as a “paradigm shift in developing a
regulatory strategy to address addictive substances” and one important initiative
which separates it from, for example, drug control treaties, is that it addresses
demand as well as supply reduction.

Importantly, the Framework Convention (and subsequent protocols) were a
response to 1) an increasingly perceived need to combat the “globalization of
the tobacco epidemic” and 2) the extent to which this epidemic is said to have
been enabled “through a variety of complex factors” that have effects across
borders (for example, trade liberalization).”* In other words, tobacco compa-
nies have been riding on the bandwagon of certain economic forces that could
have been seen as desirable in terms of their potential effects on economic de-
velopment.

The “core demand” provisions of the Framework Convention fall into the two
broad categories of price and tax measures. However, other non-price or tax
measures to promote reduction include protection from tobacco smoke, the reg-
ulation of the contents of tobacco products, the regulation of tobacco product
disclosures, the packaging and labeling of tobacco products, education, commu-
nication and training (as well as enhanced public awareness), restrictions on ad-
vertising, promotion and sponsorship, and demand reduction measures that
concern tobacco dependence and cessation.

Of renewed importance is the recent endorsement by the WTO backing the
legality of Australia’s 2011 measure. On 28 June 2018, the WTO circulated the
panel report in the cases brought by Honduras, the Dominican Republic, Cuba
and Indonesia in “Australia-Certain Measures Concerning Trademarks, Geo-
graphical Indications and Other Plain Packaging Requirements Applicable to
Tobacco Products and Packaging”.!*

Prior to this ground-breaking decision, some governments hesitated to im-
plement such measures (Inge Lengton, 2018; Reuters, 2018; Kurohi, 2019; Post
Reporters, 2018) after that group of tobacco-producing countries sued Australia
for allegedly violating WTO intellectual property rules and setting illegal barriers
to trade when it became the first country to implement plain packaging in 2011.
Companies such as Philip Morris International Inc. and Japan Tobacco Inc. have
argued that tobacco plain packaging rules could make it easier for cigarettes to
be counterfeited. The WHO, however, viewed tobacco plain packaging as an
evidence-based measure that is a necessary part of a comprehensive approach to

tobacco control. This positive affirmation from the WTO panel is therefore like-
“May 10, 2004, 2302 U.N.T.S. 166. See also, World Health Organization (1999).

BId. Cf., Mitchell (2001).

“DS435, DS441, DS458 and DS467.
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ly to accelerate global implementation.

So, where did the concept of tobacco plain-packaging begin?

2.2. Australia Leading the Way?

In Australia, the TPPA imposes significant restrictions on the color, shape, and
finish of retail packaging for tobacco products. One object of the TPPA is to give
effect to Australia’s obligations as a party to the Framework Convention, as the
Act in part is founded upon the power of the Australian Parliament under the
Australian Constitution to make laws with respect to external affairs (which has
been recognized as including a power to make laws that give domestic effect to
international instruments)."

The TPPA is superimposed upon the pre-existing Australian regulatory re-
quirements for health warnings (and safety and information standards) that ap-
ply to tobacco products and their packaging. The stated objectives of the Act in-
clude the improvement of public health by discouraging people from taking up
smoking, encouraging people to give up smoking, discouraging people from re-
lapsing if they have given up smoking, and reducing the exposure of people to
smoke from tobacco products.

Substantive requirements for the physical features, colors, and finish of retail
packaging are imposed by ss 18 and 19 of the TPPA, and by the Tobacco Plain
Packaging Regulations 2011 (Cth) (“the TPP Regulations”) that have been
pursuant to the TPPA. Embellishments on cigarette packs and cartons are pro-
scribed. Packs and cartons are to be rectangular, have only a matt finish, and
bear on their surfaces the color prescribed by the TPP Regulations. Absent regu-
lation, the color of the package must be a drab dark brown. Brand, business,
company, and variant names for tobacco products that appear on retail packag-
ing must comply with the TPP Regulations. They must not obscure any “rele-
vant legislative requirement” or appear other than once on any of the front, top,
and bottom outer surfaces of the pack.

Section 26 of the TPPA imposes a conditional prohibition in relation to the
use of trademarks on tobacco products in general, and the use of trademarks on
retail packaging of tobacco products is prohibited except pursuant to s 20 (3) of
the Act. Section 20 (3) relevantly provides that:

The following may appear on the retail packaging of tobacco products:

1) the brand, business or company name for the tobacco products, and any
variant name for the tobacco products;

2) the relevant legislative requirements;

3) any other trade mark or mark permitted by the regulations.

The term “relevant legislative requirement” in s 20(3)(b) includes the health
warning required by the 7Trade Practices (Consumer Product Information Stan-
dards) (Tobacco) Regulations 2004 (Cth), or a safety or information standard
made or declared under the Competition and Consumer Act 2010 (Cth). Chapter

See, e.g., Commonwealth v Tasmania (1983) 158 CLR 1 (“Dams Casé”).
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3 of the TPPA provides for civil penalties in relation to contraventions of the Act.

2.3. The PRC

The PRC has around 350 million smokers and maintains seven “world firsts” as a
country in relation to tobacco (e.g. it has the world’s largest tobacco industry, it is
the world’s largest tobacco consumer and it has the world’s largest tobacco compa-
ny, which is also the world’s most profitable): Fang, Lee, & Sejpal (2017: pp.
315-316). Whilst no special law on public smoking has been adopted at a national
level, at least 20 Chinese cities have introduced local laws banning smoking in pub-
lic places.

In 1991, the Standing Committee of the National People’s Congress (“the
NPC”) passed the Law of the People’s Republic of China on Tobacco Monopoly
(zhonghud rénmin gonghéguéd yancdo zhuan mai fd) (“Tobacco Monopoly
Law”) for the purposes of managing the manufacture and business of tobacco
products, increasing the quality of tobacco products, protecting consumer inter-
ests, and ensuring state revenue. Broadly speaking, the law exercises monopoly
control over tobacco commodities and operates a monopoly license system, al-
though it also includes provisions regarding the display of tar yields and general
health warnings on tobacco packaging.'®

Further, the Tobacco Monopoly Law and the 1997 Regulations for the Imple-
mentation of the Tobacco Monopoly Law (zhonghud rénmin gonghégué yancdo
zhuan mai f& shishi tidoli) ban certain types of advertising of tobacco products
(e.g. on radio, TV, and in newspapers or periodicals). The Advertising Law of
the People’s Republic of China (Advertising Law), promulgated in 1994, sup-
plemented tobacco advertising restrictions by including moving pictures and
magazines to the type of media from which tobacco advertising is banned. The
State Administration for Industry and Commerce (“the SAIC”) issued the Crite-
ria on Censoring Advertisements in 1994, establishing the standards and proce-
dures through which permissible tobacco advertising may be approved.

In 1996, the SAIC issued the Interim Rules on Tobacco Advertising Manage-
ment in order to further implement the Advertising Law. In addition, SAIC pub-
licly released a series of replies it issued in response to enquiries about tobacco
advertising. A number of laws and regulations outline the PRC’s smoke-free or
restrictive policies concerning smoking in a broad range of public places, in-
cluding the:

1) Ministry of Health Rules on the Implementation of Public Places Sanitation
Administration Regulations;

2) Law on the Protection of Minors (prohibiting smoking in places where
minors gather, such as in schools, dormitories, etc.);

3) Rules on the Prohibition of Smoking in Public Transport and Waiting

Rooms (issued jointly by six agencies);

'SCigarettes and cigars sold within the territory of China should indicate the grade of tar content and
“Smoking is hazardous to your health” (xlyan y6uhai jiankang).
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4) Civil Aviation Administration Rules on the Prohibition of Smoking in Civil
Airports and Civil Aircraft; and

5) State Council Regulations on the Administration of Business Premises for
Internet Access Services (banning smoking in internet cafes, and public com-
puter lounges).

The central government has pledged to introduce a public smoking ban in its
12 5-year plan over the period 2011 to 2015.

The previously discussed Tobacco Monopoly Law (and its accompanying im-
plementing regulations) from the 1990s still set out general tobacco packaging
and labeling requirements in the PRC. In 2007, more specific requirements were
issued by the State Tobacco Monopoly Administration and the General Admin-
istration of Quality Supervision, Inspection and Quarantine in the form of the
Rules on Cigarette Package Labeling in the Territories of the People’s Republic
of China. The following year, the State Tobacco Monopoly Administration is-
sued its Notice on Interpretation of Relevant Articles in the Rules on Cigarette
Package Labeling in the Territories of the People’s Republic of China, and on
Review and Approval Requirements.

In addition to elaborating on matters such as text, size, colors, etc., the Notice
prohibited the use of (potentially misleading) terms such as “mild” and “low tar
content” on tobacco packaging. In 2011, the China National Tobacco Corporation
published a Notice on Further Strengthening the Degree of Cigarette Package
Warning Labeling, and required its subordinate companies to amend their warning
labels.

In 2013, China considered the country’s first comprehensive national tobacco
control law, with a primary goal of controlling the dangers of smoking."” At
present, three bills on drafting a law on the prevention and control of tobacco
hazards have been forwarded by deputies of the NPC, with another four immi-
nent bills calling for laws on smoke-free areas. These measures to ostensibly curb
the use of tobacco stem from ratification by the PRC of the Framework Conven-
tion in 2003."® However, these bills do not go so far as to implement plain pack-
aging of tobacco products in the PRC.

The closest that the PRC has come to plain packaging are the labeling laws as
set by the State Tobacco Monopoly Administration Warning. Minimum re-
quirements include that labels are text-only, use small six-point type, and feature
the same background color as the rest of the pack. Specific health harms of
smoking must be spelt out and cover 30 percent of the pack, in Chinese on the
front and in English on the back. Tobacco companies are allowed to design their
own labels as long as they meet the minimum requirements set by the State To-
bacco Monopoly Administration. The China National Tobacco Corporation No-

tice on Further Strengthening the Degree of Cigarette Package Warning Labeling

!"Reference to “China” in this context refers to the NPC Standing Committee (qudn rénmin daibido
da chang wéi). Note also, the Education, Science, Culture and Health Committee (jiao ké wén wei ti
wéiyudnhui).

¥The PRC became a Party to the Framework Convention on October 11, 2005.

YThis is a self-regulation issuance and not a generally applicable legal enactment.
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of 2011* required subordinate companies of the corporation to abolish the Eng-
lish warning, enlarge the font of the warning characters from 2.2 mm to 4 mm,
and required the color shading between the warning characters and the warning
area background to be obviously different.

Whether the plain packaging of tobacco products will eventually be required
in the PRC is a question the answer to which is not certain as a result of broader
policy and economic considerations. On the one hand, China implements a
market economy and is engaged in a process of reform of its monopoly indus-
tries (including tobacco), whilst on the other hand it is becoming increasingly
concerned over bread-and-butter issues. The PRC now endeavors to build a ser-
vice-oriented government, and to amplify its medical and healthcare reform on the
back of an escalated national health standard (and also to give effect to the
Framework Convention). From the dual imperatives of tobacco monopoly reform
and tobacco control, a breaking of the tobacco monopoly may appear to be likely.

Generally speaking, in the face of requirements to open markets and improve
competitiveness, many jurisdictions have witnessed their tobacco industries
move towards increased marketization but also have various regulatory safe-
guards in place. In various countries, there are specific agencies that supervise
tobacco advertising, promotion, warnings, and product and ingredient disclo-
sures so as to meet public concerns to some extent. However, the PRC’s existing
tobacco monopoly (with its low marketization) does not sit well with contempo-
rary corporate governance and governmental property management. There still is
not a fully competitive tobacco market and tobacco monopoly departments are

not doing all that might be feasible to contain the health hazards of tobacco.

2.4. Thailand

Thailand’s proposed tobacco packaging law, the Tobacco Consumption Control
Act, looks set to go further than Australia’s plain packaging rules in relation to
the curtailment of the rights of brand owners. The draft law leaves responsibility
for drafting specific regulations to a government body, with s 40 referring to
various aspects of the packaging that are to be dealt with (for instance, “the size,
color, symbol, label including the character of the displaying of trademark,
symbol, picture”). At present, in addition to laws that prohibit advertising and
marketing, Thailand’s laws that regulate tobacco packaging require that 55 per-
cent of the packaging be covered by graphic health warnings.

The proposed law specifies that manufacturers and importers must package
tobacco products “according to the direction of the directing commission”. The
directing commission essentially comprises of everyone except the tobacco
manufacturers, and includes the minister of public health, the permanent secre-
tary and various ministers (such as the ministers of finance and culture) as well
as representatives from non-government organizations. The influence of
non-government organizations and the exclusion of major tobacco stakeholders

may be viewed as noteworthy facets that underlie the draft law.
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The reach of the draft law is broad in various aspects. For instance, s 32 (as
currently drafted) essentially states that no one may use a tobacco name or mark
(or the name of a tobacco manufacturer) on any non-tobacco products. Accor-
dingly, if a manufacturer has an array of products, any marks registered in In-
ternational Class 34 for tobacco products may not be used for any products in
any class. The ultimate form, and indeed, introduction of the law, however, re-

mains to be seen.

3. Normative Themes in the Trademark Regime

A belief may be held in some quarters that tobacco companies have an exclusive
entitlement to their trademark rights, to the exclusion of others. Trademarks (as
a type of intellectual property) could be said to play a role in the marketing
process of an enterprise. In the absence of monopoly conditions or perfectly
competitive markets where companies and products are standardized and con-
sumers do not have a real opportunity to make product or price choices, many
products face competition and one way of differentiating between sellers and
products is by having distinctive trade names and one or more trademarks.?

Tobacco is one instance of a long-standing industry where individual enter-
prises have invested heavily in product differentiation, primarily through mar-
keting pursuits. Strong brands and successful branding (through distinct im-
agery, identification, and reputation, for example) may be validated through
contribution to market share, sales, enhanced goodwill, profit margins, loyalty,
and market awareness. However, it could be said that the ultimate success of a
brand is founded upon the perceived total value derived by customers from the
product to which the brand relates.

Of late, the reach of governments’ regulatory ambit in relation to tobacco
could be said to have had some far-reaching consequences for tobacco compa-
nies. Health warnings and safety and information standards, for example, are
now applied to tobacco products (and their packaging) in many jurisdictions in
a bid to improve public health by discouraging people from taking up smoking,
encouraging people to give up smoking, discouraging people from relapsing if
they have given up smoking, and reducing people’s exposure to smoke from to-
bacco products.

In this regard, governmental policy motivations such as consumer protection
and promotion of better health would appear to be quite clear in the case of
“plain packaging”. As previously discussed, plain packaging greatly restricts the
use of trade or other marks in relation to tobacco products. When opposing the
adoption by a State of laws or regulations that potentially diminish the value of a
trademark, the holder of the trademark is under an initial obligation to show
that the relevant measure has the effect of causing consumers to switch to com-
peting goods or services.

Such an obligation is consistent with the ultimate purpose for which the law

provides for the grant of trademarks: to allow firms to distinguish their products

2See Hinchliffe (2013a) (defining “economic rights” and “economic perspectives”).

DOI: 10.4236/blr.2021.121004

53 Beijing Law Review


https://doi.org/10.4236/blr.2021.121004

S. Herman, E.-J. Teo

from those of other firms. Unlike copyright and patents (where protection for
such intellectual property is justified in substantial part by the perceived value of
securing reasonable and limited incentives for creators to invent), trademark law
offers incentives for businesses to invest in the quality and uniqueness of their
goods and to convey quality through combinations of words, colors, signs,
shapes, and other distinguishing marks.?! In the United States, at least, patent
and copyright law come from the “progress clause” of the Constitution, and are
there to create incentives for “promoting progress.”? In Australia, the European
Union, and Singapore, by comparison, there is less emphasis on these aspects
and more emphasis on protecting the value of brands (in an economic sense) if
they so warrant it.

One purported social justification (or “public interest”) in the case of trade-
marks therefore is the reduction of information costs for consumers. An underly-
ing motivation for trademark law thus is to prohibit the encroachment by one
economic competitor on investments in product distinction that have been made
by another competitor. Some tension could ergo be said to appear to arise between
property rights (as accomplished through trademark protection) on the one hand,
and other values such as, for instance, broader notions of freedom of expression.

In this regard, it is worthwhile to bear in mind the nature of a trademark as a
state granted privilege, and the traditionally justifiable role of the state as an in-
formation source to, and protector of, consumers in instances of market failure.
In particular, the position taken by Australia (and, not to mention, the WTO)
with respect to tobacco plain packaging laws appears to seek to reconcile the
recognition of property rights in the form of trademarks with a traditional ra-
tionale for trademark law of seeking to improve the quality of information in the

marketplace.?

4. Trademarks, Health Policy and the Agreement on
Trade-Related Aspects of Intellectual Property Rights

In the international arena, there could be said to be various arguments which
would appear to impugn any purported implementation of plain packaging leg-
islation.” In a broad sense however (and particularly in the context of trademark
law), it is necessary to have a proper understanding of the scope of what it means

to “use” a trademark when the drafting of plain packaging legislation that limits

2See G. & C. Merriam Co. v. Saalfield, 198 F. 369, 373 (6th Cir. 1912); Moseley v. V Secret Cata-
logue, Inc., 537 U.S. 418, 428 (2003) (“Traditional trademark infringement law is part of the broader
law of unfair competition ... that has its sources in English common law”); Hanover Star Milling Co.
v. Metcalf, 240 U.S. 403, 412-13 (1916).

27.S.C. Art., Section 8, CL. 8.

»This is an important premise that plays down the property rights that could be argued to vest as a
consequence of the trademark regime. See also Landes & Posner (2003: pp. 166-168).

#See Hinchliffe (2013a). See also Report by Daniel Gervais for Japan Tobacco International, Analysis o1
the Compatibility of Certain Tobacco Product Packaging Rules with the TRIPS Agreement and the Paris
Convention (November 30, 2010) (“Gervais Report’). Compare, e.g., Memorandum from Lalive to Philip
Morris International Management SA, Why Plain Packaging is in Violation of WTO Members’ Interna-
tional Obligations under TRIPS and the Paris Convention (July 23, 2009) (“Lalive Report’).
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and displaces certain rights of manufactures and retailers (whilst at the same
time creating other obligations on these same entities) is being considered.”
Numerous countries (for instance, the PRC, Singapore, Australia, the United
States, and Canada) have the right to use a trademark incorporated into their
domestic legislation which can prima facie be varied, modified, qualified or
eliminated at the legislative will of the government, in contradistinction to a
right that is contained in an international treaty.?

Putting aside the Paris Convention,” the only significant argument under the
Agreement on Trade-Related Aspects of Intellectual Property Rights (“TRIPS”)
with respect to plain packaging centers around a rather intricate provision, art
20.% One feature of art 20 is its ability to interact with a number of other provi-
sions, including art 8, which relates to public health considerations.”” Advocates
and scholars who contest the trademark claims of tobacco companies may seek
to focus on public health and even textual reasons to justify expansive public in-
terest regulation such as plain packaging.

In the context of tobacco control, scholars and advocates invoke the Frame-
work Convention and also the International Covenant on Economic, Social and
Cultural Rights to justify strong laws that limit the use of tobacco trademarks.
Because it has been said that human rights are inviolable, on such a view in the
case of a conflict with the former a trademark holder’s property interest is nec-
essarily subordinate. Alternatively, if a prohibition concerning the use of prop-
erty can be justified as being reasonably necessary to the performance by a State
of its recognized obligations to protect public health, safety, morals or welfare,
then it would normally seem that there is no relevant “taking” of property in this
regard (a view that is well in line with the objectives of TRIPS art 8).*°

Further, according to TRIPS arts 7 and 8, private remuneration should not be
given more weight than social welfare, but a harmonious balance between dif-
ferent interests needs to be struck (Drahos, 1999: p. 355). These articles embody
the objectives and principles of TRIPS and acknowledge the public interest ele-

ment implicit in the intellectual property regime.

»The interpretation of “use” is important to understand the meaning of “acquire” or “acquisition” of
a trademark by a government. See Hinchliffe (2013a) (discussion of “use” under the Agreement on
Trade-Related Aspects of Intellectual Property Rights).

*Compare, e.g., Gervais Report, [64]; and Lalive Report, [23].

Paris Convention for the Protection of Industrial Property, July 14, 1967.

For an in-depth discussion of the TRIPS-related issues, see, e.g., Mitchell (2010b).

*Note that the Paris Convention is silent in relation to public health considerations. Notwithstand-
ing the existence of art 8, the application of TRIPS proved to be problematic in relation to public
health measures prior to the adoption of the Doha Declaration. Compare Mitchell & Voon (2009);
Liberman & Mitchell (2010).

*Compare s 15(1) of the TPPA, which provides for the non-application of the Act to the extent (if
any) that its operation would result in an acquisition of property from a person otherwise than on
just terms. Section 15(2) provides that if, leaving aside section 15, the TPPA would result in such an
acquisition of property because it would prevent the use of a trademark or other sign on or in
relation to retail packaging of tobacco products, the trade mark or sign may be so used. For a discus-
sion of the differences between, and constitutional validity of, an “acquisition”, “taking” or “use”
under the Australian Constitution and under the United States Constitution (in particular in
relation to the First, Fifth and Fourteenth Amendments), see Hinchliffe (2013a).
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Having said that however, some tension (as illustrated by the Doha Declara-
tion on the TRIPS Agreement and Public Health) does exist within TRIPS be-
tween the protection of intellectual property rights and the public interest.”!
There also appears to be some degree of divergence in the approach of courts
and legislatures in Australia, the United States, and China in balancing these ob-
jectives (Hinchliffe, 2013b). The character (broadly speaking) of the relevant
rights and the conditions that inform their creation may be relevant in identify-
ing whether and in what circumstances restriction or regulation of their enjoy-
ment by a law amounts to an impermissible acquisition (in the case of Australia)
or taking of property (in the case of the United States).>

These considerations, however, may not be apparently relevant in the case of
other jurisdictions (for instance, China and Hong Kong).”® Yet in a broad sense,
national and regional courts and tribunals for the most part have acknowledged
in appropriate contexts the less than absolute nature of many property rights
and recognized that certain types of public health regulations may be viewed as
an intrinsic limit to property. At present however, the relative unpredictability of
arbitration and judicial decisions on the appropriate extent of regulation without
compensation in the context of plain packaging suggests that scholars, judges,
and regulators may have to bear in mind appropriate ways of compensating af-
fected trademark holders (Voon & Mitchell, 2012b; Mitchell & Wurzberger,
2011; Voon & Mitchell, 2011b).

5. Trans-Pacific Partnership

In October 2015, it was announced that negotiations over the Trans-Pacific
Partnership (TPP) have been completed. While the full text has not yet been re-
leased, it has emerged that an exemption in the investor-state dispute settlement
mechanism for tobacco products has been agreed. Such a carve out for tobacco
products paves the way for governments to consider introducing plain packag-
ing without the concern that tobacco companies would take legal action against
them. However, while a blow to plain packaging opponents, it would appear that
the battle over the TPP is far from over the agreement still requires ratification

by the respective partners and opposition is already growing.

6. Tobacco Plain Packaging Up in the Clouds?

Australia is the only jurisdiction to date which has implemented plain packaging

legislation (which, as previously noted, prohibits any promotional or branding

*'Ministerial Conference, Declaration on the TRIPS Agreement and Public Health, WT/MIN(01)/DEC/2 (November 20, 2001).

2See Hinchliffe (2013a) (discussing the constitutional validity of tobacco plain packaging in the United States, Australia, China, and the European
Union).

See id.

*Under the TPPA. See also /T International (2012) 250 CLR 1, where the majority of the High Court of Australia found that the TPPA was constitu-
tionally valid on the basis that an “acquisition” (in this case, of intellectual property) on “unjust terms” within the meaning of s 51(xxxi) of the Aus-
tralian Constitution must involve the accrual of a proprietary benefit or interest. See Hinchliffe (2013a) (discussing the constitutional validity of tobac-
co plain packaging in the United States, Australia, China, and the European Union). The United States Supreme Court has repeatedly held that the
First Amendment’s speech protections extend to commercial speech, including tobacco advertising (which accordingly might be relevant to plain
packaging, i.e. as a “taking” or “encumbrance”). See Va. State Bd. of Pharmacy v. Va. Citizens Consumer Council, 425 U.S. 748, 762-73 (1976).

DOI: 10.4236/blr.2021.121004 56 Beijing Law Review


https://doi.org/10.4236/blr.2021.121004

S. Herman, E.-J. Teo

messages on tobacco products).* In part, this article has noted the importance of
articulating the role of health policy (i.e. broader public rights) when seeking to
restrict private rights such as those of trademark-holders. Government policy,
economic priorities, and international obligations also have a bearing upon the
potential implementation of plain packaging legislation, particularly in Asia.
Whether the Unite States and other jurisdictions will take the same approach
towards plain packaging as that of Australia remains uncertain but, at least in
the PRC and Thailand, some steps (albeit largely small and tentative) could
have been said to have been taken in this direction. For now though, the con-
clusion would appear to be that, notwithstanding the plain harm to health that is
wrought by tobacco consumption, a global approach to the plain packaging of
tobacco products is still, at least temporarily, (smoke) up in the air.
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